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DETAILED ACTION 
Claim Objections 

Claims 8-10 are objected to because of the following informalities: 

a) In claim 8, line 2 it states: "...in the hinge mechanism so prevent movement 
past..." It is suggested that the language be changed to read: "...in the hinge 
mechanism so as to prevent movement past..." 

b) In claim 9, line 2 it states: "...in the C-shape so prevent movement past..." It 
is suggested that the language be changed to read: "...in the C-shape so as to prevent 
movement past..." 

c) In claim 10, line 2 it states: "...in the forearm brace member so prevent 
movement past..." It is suggested that the language be changed to read: "...in the 
forearm brace member so as to prevent movement past..." 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "standard" in the last sentence of the claim is 
indefinite. One of ordinary skill in the art would not know what a "standard rifle butt" is 
because there is no such "standard." Rifle butts come in many different shapes and 
sizes, but none of them are considered "standard" to those skilled in the art. 
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Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 8 recites the limitation "the hinge mechanism" in line 2 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. The examiner will 
consider the claim with the following portion omitted from line 2: "in the hinge 
mechanism." 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 6-10. and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hentzi (3260489). 

In reference to claim 1, Hentzi discloses aforearm support brace comprising a C- 
shaped attachment member (figures 1 and 2, element B (hook B)) having a forearm 
brace member (figure 1, the rightmost three-quarters of hook A) secured at a forearm 
brace proximal end, defined as where the labels 10a and 10b are approximately 
pointing (figure 1), substantially perpendicular to the C-shape attachment. 

It should be appreciated that the device of Hentzi is capable of meeting the 
functional use recitations set forth in the claims. These include: attachment to a rifle 
butt, facilitation of one-handed firing capability, and the allowance of ambidextrous use. 
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The a) statements of intended use or field of use, b) "adapted to" or "adapted for" 
clauses, c) "wherein" clauses, or d) "whereby" clauses are essentially method limitations 
or statements of intended or desired use. Thus, these claims as well as other 
statements of intended use do not serve to patentably distinguish the claimed structure 
over that of the reference. See In re Pearson, 181 USPQ 641; In re Yanush, 177 USPQ 
705; In re Finsterwalder, 168 USPQ 530; In re Casey, 512 USPQ 235; In re Otto, 136 
USPQ 458; Ex parte Masham, 2 USPQ 2nd 1647. 

See MPEP § 2114 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ 2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danly, 120 USPQ 528, 531 . 

Apparatus claims cover what a device is not what a device does. Hewlett- 
Packard Co. V. Bausch & Lomb Inc., 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or 
article worked upon does not serve to limit an apparatus claim. 

In reference to claim 3, Hentzi discloses that said C-shape is made of a formed 
bar (column 1, lines 53 and 54) having two substantially parallel ends joined by a semi- 
circular section (figure 1). Inherently said C-shape has size and is therefore sized in 
relation to other objects (such as rifle butts). It should be appreciated that the device of 
Hentzi is capable of the functional use recitation set forth in the claim in that said C- 
shape is capable of conforming to the cross-section of a rifle butt. 
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In reference to claim 6, Hentzi discloses a forearm support brace wherein the 
length of the forearm brace member is substantially the same as the width of a human 
forearm. It should be appreciated that the human forearm ranges in size greatly from 
person to person. The human forearm could be anywhere in width from about 1 inch 
(infant) to 8 inches (extremely obese). Hentzi implicitly states in column 2, lines 20-25, 
that said forearm support brace takes on different sizes relative to the size of the rail 
said brace hangs on. In the example given, hook B of figure 1 is said to have a spacing 
of % inch. Referring to figure 1 it is apparent that the rightmost three quarters of hook A 
is at least greater than 1 inch. 

In reference to claim 7, Hentzi discloses a forearm brace member ending in a 
boss. According to www.dictionarv.com , a boss is defined as a protuberance. It is 
clearly seen in figure 1 that the rightmost end of the forearm brace member inherently 
comprises a protuberance. Due to the upward extension of said protuberance, it is 
clear that said boss is capable of the functional use recitation set forth in the claim in 
that said boss is capable of preventing a users forearm from sliding beyond. 

In reference to claims 8-10, Hentzi discloses a stop, defined as the solid junction 
between said C-shape and said forearm brace member. Said stop is capable of 
meeting the functional use recitation as set forth in the claim in that said stop is a rigid 
connection between said C-shape and said forearm brace member. It should be 
appreciated that said stop is inherently formed in both said C-shape and said forearm 
brace member. 
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in reference to claim 16, Hentzi discloses a forearm brace member that is 
curvilinear (figure 1 , the rightmost three-quarters of hook A). 

Claims 1-3, 5-10, 14, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tritt (2295370). 

In reference to claim 1 , Tritt discloses a forearm support brace comprising a C- 
shaped attachment member (figure 4, element 20) having a forearm brace member 
(figure 4, element 17) secured at a forearm brace proximal end substantially 
perpendicular to the C-shape attachment. 

it should be appreciated that the device of Tritt is capable of meeting the 
functional use recitations set forth in the claims. These include: attachment to a rifle 
butt, facilitation of one-handed firing capability, and the allowance of ambidextrous use. 

The a) statements of intended use or field of use, b) "adapted to" or "adapted for" 
clauses, c) "wherein" clauses, or d) "whereby" clauses are essentially method limitations 
or statements of intended or desired use. Thus, these claims as well as other 
statements of intended use do not serve to patentably distinguish the claimed structure 
over that of the reference. See In re Pearson, 181 USPQ 641; In re Yanush, 177 USPQ 
705; In re Finsten/valder, 168 USPQ 530; In re Casey, 512 USPQ 235; In re Otto, 136 
USPQ 458; Ex parte Masham, 2 USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ 2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danly. 120 USPQ 528. 531. 
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Apparatus claims cover what a device is not what a device does. Hewlett- 
Packard Co. V. Bausch & Lomb Inc., 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or 

article worked upon does not serve to limit an apparatus claim. 

In reference to claim 2, Tritt disclose a forearm support brace comprising a hinge 
mechanism joining the C-shape and the elongated forearm brace member (figure 6). 

In reference to claim 3, Tritt discloses that said C-shape is made of a formed bar 
(page 1, column 2, line 3) having two substantially parallel ends joined by a semi- 
circular section (figure 4). Inherently said C-shape has size and is therefore sized in 
relation to other objects (such as rifle butts). It should be appreciated that the device of 
Tritt is capable of the functional use recitation set forth in the claim in that said C-shape 
is capable of conforming to the cross-section of a rifle butt. 

In reference to claim 5, Tritt discloses that said forearm support brace comprises 
a foam rubber lining material applied to a surface inside the C-shape (figure 3, element 
26 and page 1, column 1, line 33). 

In reference to claim 6, Tritt discloses a forearm support brace wherein the length 
of the forearm brace member is substantially the same as the width of a human 
forearm. It should be appreciated that the human forearm ranges in size greatly from 
person to person. The human forearm could be anywhere in width from about 1 inch 
(infant) to 8 inches (extremely obese). Although Tritt remains silent to the length of the 
forearm brace member in the specification, figure 1 shows the length of said forearm 



Application/Control Number: 10/710.718 Page 8 

Art Unit: 3641 

brace member relative to the depth of a hat. It is apparent from this figure that the 
forearm brace member of Tritt is wide enough to accommodate a human forearm. 

In reference to claims 7 and 15, Tritt discloses a forearm brace member ending 
in a boss. According to www.dictionarv.com . a boss is defined as a protuberance. It is 
clearly seen in figure 4 that the right side of element 17 inherently comprises a 
protuberance. Due to the upward extension of said protuberance, it is clear that said 
boss is capable of the functional use recitation set forth in the claim in that said boss is 
capable of preventing a users forearm from sliding beyond. 

In reference to claims 8-10, Tritt discloses a stop (figure 6, element 31) between 
said C-shape and said forearm brace member. Said stop is capable of meeting the 
functional use recitation as set forth in the claim in that said stop is a rigid connection 
between said C-shape and said forearm brace member. It should be appreciated that 
said stop is inherently formed in both said C-shape and said forearm brace member 
since said stop requires one surface of each to function. 

In reference to claim 14, Tritt discloses that said forearm brace member is 
elongated and substantially straight (figure 4, element 17). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 4, 11, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tritt in view of In re Boesch, Tritt discloses the claimed invention except for the 
width of said formed bar being a) at least a half-inch wide, or b) about 0.75 inches wide. 
Tritt also does not disclose the thickness of said bar as being about 0.125 inches thick. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to dimension said bar with a width of a) at least a half-inch wide, or 
b) about 0.75 inches wide, and with a thickness of about 0.125 inches thick, since it has 
been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tritt in 
view of In re Leshin. Tritt discloses the claimed invention except for said brace being 
made of at least one material taken form the group consisting of aluminum, steel, 
stainless steel, heavy plastic, and fiber-glass. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make said brace of at least 
one material taken form the group consisting of aluminum, steel, stainless steel, heavy 
plastic, and fiber-glass, since it has been held to be within the general skill of a worker 
in the art to select a known material on the basis of its suitability for the intended use as 
a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Gipson (4248399) discloses a forearm support brace comprising 
a hinged forearm brace member. 



Application/Control Number: 10/710.718 



Page 1 0 



Art Unit: 3641 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gabriel J. Klein whose telephone number is 571-272- 
8229. The examiner can normally be reached on Monday through Friday 7:15 am to 
3:45 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Carone can be reached on 571-272-6873. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



GJK 




